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Office Action Summary 



Application No. 

09/745,123 
Examiner 
Pedro Philogene 



Applicant(s) 

KIKUCHI ET AL 
Art Unit 

3732 



Period fo'r" Rep^^ M7t " *"* COmmunicatlon *n™ " the co ver sheet with the correspondence aLess - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRF ? MnNTH^ cdom 
THE MAILING DATE OF THIS COMMUNICATION " M0NTH(S > 

• a^sS^ -n no even, however. may a rep, y be time , fi.ed 

earned patent term adjustment. See 37 CFR 1 704(b) wwranumcsBon, even it timely nied, may reduce any 

Status 

1)13 Responsive to communication(s) filed on 28 January 2009 , 
2a)H This action is FINAL. 2b)D This action is non-final. 

3) D r 3 .S! 1 n S o aPPli H ati0n iS il! i° nditi0n f0r allowance ^cept for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 453 O G 213 

Disposition of Claims 

4) IEI Claim(s) ^25 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1^25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
1 0)D The drawingfs) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a) 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7 2(a)) ™«undi wage 

* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) □ Notice of References Cited (PTO-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) 
5) 
6) 



Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 




U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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Part of Paper No. 06 




Application/Control Number: 09/745,123 

Art Unit: 3732 ' 962 



Double Patenting 

Hn*r Th8 nor \ st ? utor y double Patenting rejection is based on a judicially created 
doctr ne grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a Stent 

F3d ?046 V 2 n 9 USP02d wnTTP ^ aS ^ neeS - See ^etoZ^T 

S SSS^t |£? 619 (CCPA ^^^^^ 
A timely filed terminal disclaimer in compliance with 37 CFR 1 321 (c) mav be 
used to overcome an actual or provisional rejection based on a nonstatutory doubll 

owned with this application. See 37 CFR 1 130(b) »y 
tprmin^ H 60 *! 78 JanU f? 1 ' 1 " 4l 3 re 9 istered ^mey or agent of record may sign a 
37 CFR 3 ^(br" diSC ' aimer ^ * *" aSSiQn6e mUSt fU " y ^ with 

Claims 1 -25 are provisionally rejected under the judicially created doctrine of 
double patenting over claims 1-3 of copending Application No. 09/745099. This is a 
provisional double patenting rejection since the conflicting claims have not yet been 
patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: an insertion system for an 
intraocular lens comprising: an intraocular lens, a lens package or holder, deforming 
means, an insertion device and a pusher. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
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copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 



1968). See also MPEP § 804. 



Response to Amendment 



Applicant's arguments filed 1/28/02 have been fully considered but they are not 
persuasive. Applicant's arguments that it is not clear to applicant whether double 
patenting is present are incorrect. Applicant could have easily presented claims 
corresponding to those of the instant application in the other co-pending application, 
since applicant is claiming the same subject matter. 



Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro Philogene whose telephone number is (703) 
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308-2252. The examiner can normally be reached on Monday to Friday 6:30 AM to 
4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Mancene can be reached on (703) 308-2696. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
305-3579 for regular communications and (703) 305-3591 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0858. 



Pedro Philogene PEDRO PHJLOQ€NE 

February 1 5, 2002 primary EXAMINER 



